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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1. 17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 

1. 17(e) has been timely paid, the finality of the previous Office action has been 
withdrawn pursuant to 37 CFR L 1 14. Applicant's submission filed on November 23, 
2005 has been entered. 

2. Claims 1-29 are under examination. 

CLAIM REJECTIONS - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed pubUcation in this or a foreign country or in pubhc use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1-8, 10, 1 1, 13-23, 25, and 27-29 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Rigoutsos et al. (1999) (Rigoutsos hereafter). 

5. It is noted that Rigoutsos et al. (1998) has been cited to describe the inherent 

characteristics of the Teiresias algorithm 

6. In regard to claim 1, Rigoutsos describes a system comprising: 

a. A pattern database conprising patterns of amino acids (page 225, column 2, The 
Database section); 

b. An input device for inputting a genomic DNA sequence (Abstract, lines 1 -7, and 
page 226, Unes 1-4); 
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c. A processor which: 

i. Translates an open reading frame (ORF) of said DNA sequence into an 
amino acid translation (page 224, column 1, lines 6-40); and 

ii. Locates in said amino acid translation occurrences of said patterns from 
said pattem database to determine whether said open reading frame 
includes a putative gene is said DNA sequence (page 228, column 2, lines 
4-11). It is noted that the instant specification does not specifically define 
the Umitation of "putative gene." Therefore, the disclosure of 

the ten ORFs two ORFs has been identified as Fe-S oxidoreductases has 
been interpreted as the identification of putative genes from disclose 
genome sequences (DNA). 

7. It is noted that Rigoutsos does not expUcitly describe the hmitation of "translates an open 
reading frame." However, Rigoutsos does describe the input being ORFs from genomic 
sequences (page 225, column 2, lines 32-34) and Teiresias is implemented in a database 
comprising the amino acid sequences for the ORFs (page 225, column 2, The Database 
section). Therefore, the disclosure supports that the ORFs from the genomic sequences 
are translated to anfiino acids sequences. 

8. In regard to claim 2, Rigoutsos describes wherein said processor translates a plurality of 
open reading frames in said DNA sequence into amino acid translations, and locates in 
each amino acid translations occurrences of said patterns to determine whether each said 
plurality of open reading frames includes a putative gene (page 228, column 2, Hnes 4- 

11). 
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9. In regard to claim 3, Rigoutsos describes patterns comprise biologically significant 
patterns of amino acid sequences (page 225, column The Database section). 

10. In regard to claim 4, Rigoutsos describes processor identifies a match of a pattem from 
said pattem database in said amino acid translation (page 226, column 2, lines 4-14, page 
228, column 2, Unes 4-15, and Figure 8). 

1 1 . In regard to claim 5, Rigoutsos describes patterns are derived from a parent database 
comprising at least one amino acid sequence (page 224, column 1, lines 36-39). 

12. In regard to claim 6, Rigoutsos describes patterns are derived from a parent database 
comprising at least one amino acid sequence fragment (page 224, column 1, lines 36-39, 
and page 225, column 2, The Database section). 

13. In regard to claim 7, Rigoutsos describes patterns are derived by using a pattem 
discovery algorithm (page 225, column 2, The Database section). 

14. In regard to claim 8, Rigoutsos describes patterns are derived by using the Teiresias 
algorithm (page 225, column 2, The Database section). 

15. In regard to claim 10, Rigoutsos describes processor reports said ORF as a putative gene 
when a predetermined number of pattem matches is identified in said amino acid 
translation (page 225, columns 1-2, ID Dictionary / Selecting The Various Parameters 
section, and page 228, column 2, lines 4-16). 

16. In regard to claim 11, Rigoutsos describes each pattern is assigned a weight depending 
upon a relevance of said pattern in detennining whether said ORF comprises a putative 
gene (page 224, column 2, lines 23-31, and page 226, column 2, lines 4-14). 
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17. In regard to claim 13, Rigoutsos describes match is identified using a predetermined 
pattem matching algorithm (page 226, column 2, lines 4-14, page 228, column 2, lines 4- 
15, and Figure 8). 

18. In regard to claim 14, Rigoutsos describes a memory device for storing and instructions 
to be executed by said processor (page 223, column 2, lines 10-22). It is noted that 
Rigoutsos et al. (1998) describes processing the input set with TEIRESIAS required only 
a few seconds on an IBM Power-PC workstation (page 60, lines 1-3). 

19. In regard to claim 15, Rigoutsos describes a display device for displaying an output from 
said processor (page 223, column 2, lines 10-22, and Figures 8 an 9). It is noted that 
Rigoutsos et al. ( 1 998) describes processing the input set with TEIRESIAS required only 
a few seconds on an IBM Power-PC workstation (page 60, lines 1-3). 

20. In regard to claims 16-23, 25, and 27-29, the citation of Rigoutsos above describes a 
method for using the system comprising the Teiresias algorithm, which anticipates the 
claimed invention as required by claims 16-23, 25, and 27-29. 

CLAIM REJECTIONS - 35 USC § 103 

21. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in sectton 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

22. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 
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various claims was commonly owned at the time any inventions covered therein were 
made absent any evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1 .56 to point out the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order for the examiner to 
consider the applicabiUty of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

23. Claims 9 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rigoutsos et al. (1999) (Rigoutsos hereafter) as applied to claims 1-8, 10, 11, 13-23, 25, 
and 27-29 above, and further in view of Delcher et al. (1999) (Delcher hereafter). 

24. Rigoutsos describes the invention as required by claims 1-8, 10, 11, 13-23, 25, and 27- 
29; however, Rigoutsos does not describe the limitation of "ORF comprises a portion of 
said DNA sequence between a start codon and a stop codon" as required by claims 9 and 
26. 

25. Delcher describes an improvement to make GLIMMER more accurate for gene 
identification (Abstract etc., page 4639, column 2, last two lines). Therefore, one of 
ordinary skill in the art at the time of the instant invention would have been motivated by 
Delcher to improve the accuracy of GLIMMER by using the system described by ' 
Rigoutsos for specificity and sensitivity (Rigoutsos, page 224, column 2, last paragraph) 
for greater accuracy. 

26. In regard to claims 9 and 26, Delcher describes ORF comprises a portion of said DNA 
sequence between a start codon and a stop codon (page 4640 column 2, Table 5). 
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27. Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
instant invention to use the system as described by Rigoutsos and Delcher to improve 
accuracy. 

28. It is noted that hues 8-9 of claim 26 recites optional limitation of "a sum. . . exceed a 
predetermined threshold" which has not been cited in either Rigoutsos or Delcher. Due 
to said being optional, the citation of said optional limitation is not required for the 
instant prior art rejection, because Rigoutsos and Delcher have been cited to describe the 
altemative limitation of "a predetermined number of matches is identified in said amino 



acid translation. 



5? 



CONCLUSION 



29. Claiins 12 and 24 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

30. The rejections in the previous Office Action have been withdrawn as necessitated by the 
claim amendments. 

3 1 . Patent applicants with problems or questions regarding electronic images that can be 
viewed in the Patent Application Information Retrieval system (PAIR) can now contact 
the USPTO*s Patent Electronic Business Center (Patent EBC) for assistance. 
Representatives are available to answer your questions daily from 6 am to midnight 
(EST). The toll free number is (866) 217-9197. When calling please have your 
application serial or patent number, the type of document you are having an image 
problem with, the number of pages and the specific nature of the problem. The Patent 
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Electronic Business Center will notify applicants of the resolution of the problem within 
5-7 business days. Applicants can also check PAIR to confirm that the problem has been 
corrected The USPTO's Patent Electronic Business Center is a complete service center 
supporting all patent business on the Internet. The USPTO's PAIR system provides 
Internet-based access to patent application status and history information. It also enables 
applicants to view the scanned images of their own application file folder(s) as well as 
general patent information available to the public. 

32. For all other customer support, please call the USPTO Call Center (UCC) at 800-786- 
9199, The USPTO's official fax number is 571-272-8300. 

33. Any inquiry concerning this communication or earlier communications fi-omthe 
examiner should be directed to C. Dune Ly, whose telephone number is (571) 272-0716. 
The examiner can normally be reached on Monday-Friday fi*om 8 A.M. to 4 P.M. 

34. If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
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supervisor, Jeffrey Gaffin, can be reached on (571) 272-4146. 




